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REMARKS 




In response to a Restriction Requirement issued November 23, 2005 in this case, on 
December 22, 2005 Applicants elected Group V, claims 17-19, drawn to method of increasing 
the useful life of paper insulation. 

Claim 17 read as follows: 

17. A method of increasing the useful life of paper insulation immersed in a 
dielectric fluid comprising a step of adding an effective amount of an ester-based 
compound to the dielectric fluid, wherein the ester-based compound imparts 
breakdown inhibiting properties to said paper insulating material. 

In response to the Office Action mailed March 7, 2006, Applicants cancelled all the 
pending claims in the application, including claims 17 and its dependents (claims 18-19), and 
replaced them with claims 21-35. Claims 21-35 included three independent claims, claims 21, 
30 and 33. 

Claim 21 read as follows: 

2 1 . (New) In an article of electrical equipment comprising a conductor insulated 
by a paper insulating material, a method comprising extending the service life 
of the paper insulating material by impregnating the material with a dielectric 
fluid comprising between 5 and 25% by weight, based on the total weight of the 
dielectric fluid, of an ester compound selected from: (a) soya, sunflower, canola, 
rapeseed, corn, peanut, cottonseed, crambe, and meadowfoam oils, the high oleic 
content versions thereof and blends thereof; and (b) diesters, polyol esters and 
blends thereof, wherein the diesters are selected from the group consisting of 
adipates, azelates, sebacates, dodecanedioates, phthalates, dimerates and blends 
thereof, and wherein the polyol esters are selected from the group consisting of 
neopentyl glycol, trimethylolpropane, pentaerythritol, dipcntaerythritol and blends 
thereof, and wherein the dielectric fluid further comprises 0. 1 to 2.5 wt% of a co- 
addjtive selected from the group consisting of antioxidants and pour point 
depressants. 1 

Claim 30 read as follows: 

30. (New) In a transformer comprising a conductor insulated by a paper insulating material, 
a method comprising extending the service life of the paper insulating 
material by impregnating the material with a dielectric fluid comprising a mineral 
oil and between 5 and 25 wt%, based on the total weight of the dielectric fluid, of 
an ester compound selected from the group consisting of soya, sunflower, canola, 
rapeseed, corn, peanut, cottonseed, crambe, and meadowfoam oils, the high oleic 



1 Emphasis added. 
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content versions thereof and blends thereof, and wherein the dielectric fluid 
further comprises 0.1 to 2.5 wt% of an antioxidant 2 

Claim 33 read as follows: 

33. (New) In a transformer comprising a conductor insulated by a paper insulating material, 
wherein the paper material is impregnated with a mineral oil, a method 
comprising extending the service life of the paper insulating material by 

replacing the mineral oil with a dielectric fluid comprising a mineral oil and 
between 5 and 25 wt%, based on the total weight of the dielectric fluid, of an ester 
compound selected from the group consisting of soya oil, sunflower oil, the high 
oleic content versions thereof and blends thereof, and wherein the dielectric fluid 
further comprises from 0.1 to 2.5 wt% of an antioxidant. 3 

In the current Restriction Requirement dated August 24, 2006, claims 21,30 and 33, as 
well as the claims depending therefrom, are withdrawn from consideration as being directed to a 
non-elected invention. As grounds for this action, it is contended that: "(1) claims 21-29 are 
directed toward an electrical article comprising a conductor: (2) claims 30-35 are directed toward 
a transformer comprising a conductor/' 4 

The highlighted language in claims 21, 30 and 33 above makes clear that the grounds for 
the restriction are incorrect. Each claim, while referring in its preamble to a conductor in an 
electrical device or a transformer, is actually directed to a method of extending the service life of 
a paper insulating material in these devices by incorporating into the dielectric fluid an ester- 
based compound. This is the same invention originally claimed in claims 17-19, which is 
directed to addition of an ester-based compound to a dielectric fluid to increase the useful life of 
the paper insulating material immersed in the fluid. 

Applicants respectfully submit that the entire preamble, along with the body of the claim, 
should be read to determine the subject matter covered by the claim. The present claims 21-35 
are drawn to a method comprising extending the service life of the paper insulating material in an 
electrical device, not the electrical device itself Accordingly, claims 21-35 are directed to the 
same subject matter as the original Group V, claims 17-19, initially elected by the Applicants. 



2 Emphasis added. 

3 Emphasis added. 

* Restriction Requirement dated August 24, 2006, page 2, paragraph 1. 
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Therefore, the Restriction Requirement is improper, as well as the Examiner's contention 
that claims 2 1 -35 are drawn to a non-elected invention. Applicants hereby respectfully request 
reconsideration and withdrawal of the Restriction Requirement, as well as examination of 
pending claims 21-35. 

Further, the Examiner contends that the amendment filed on June 7, 2006 is non- 
responsive because Applicants added claims drawn to a non-elected invention. For the reasons 
set forth above in the discussion of the Restriction Requirement, Applicants respectfully 
disagree. Claims 21-35 are drawn to a method of enhancing the life of paper in an electrical 
device, not to the electrical devices themselves. Claims 21-35 are readable on the originally 
elected invention, and the amendment filed on June 7, 2006 was fully responsive to the rejections 
cited therein. 

In view of the above, Applicants respectfully request further examination of the present 
application, as well as full consideration of the claims submitted in the Amendment filed June 7, 
2006. 

CONCLUSION 

All claims in this application are in condition for allowance. Applicant respectfully 
requests reconsideration and prompt allowance of all pending claims. 

Please charge any additional fees or credit any overpayment to deposit account number 
50-1778. 

The Examiner is invited to telephone the below-signed attorney to discuss this 
application. 

Date: 

September 25, 2006 

SHUMAKER & SIEFFERT, PA. 
8425 Seasons Parkway, Suite 105 
St. Paul, Minnesota 55125 
Telephone: 651.735.1100 
Facsimile: 651.735.1102 




NameTTl. San3dfil3win, Jr. 
Reg. No.: 33,242 
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